
In re: U.S. Application No. 10/062,192 filed February 1, 2002 

Title: "Computer Graphics System And Computer-Implemented Method For Generating 
Smooth Feature Lines For Subdivision Surfaces." 
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DECLARATION OF DAVID A. JACOBS 

United States Patent and Trademark Office 
Commissioner for Patents 
Alexandria, VA 22314 

I, David A. Jacobs, declare as follows: 

1 . I am a registered U.S. patent attorney (Reg. No. 31, 770) and a partner in the law firm of 
Gesmer Updegrove LLP, 40 Broad Street, Boston, MA 02109. 

2. I make this Declaration in support of the attached Petition to Revive Unavoidably 
Abandoned Application for Patent, serial number set forth above. 

3. On June 9, 2005, 1 was contacted by telephone by Mr. Rolf Herken, President and Chief 
Executive Officer of Mental Images GmbH ("Mental Images"), assignee/owner of the above- 
listed U.S. patent application. At that time, my firm was handling corporate matters for Mental 
Images, but not patent matters. 

4. During our June 9, 2005 telephone discussion, Mr. Herken indicated to me that he had 
recently become concerned about the status of his patent attorney, Mr. Richard Jordan, as well as 
the status of Mental Images' extensive patent portfolio, which was being handled by Mr. Jordan. 

5. Mr. Herken also indicated that although he had worked with Mr. Jordan for 
approximately ten years, and was generally very pleased with Mr. Jordan's work, in the past few 
months, Mr. Jordan had not responded to telephone calls, emails or other inquiries, and Mr. 
Herken had not otherwise heard from Mr. Jordan for some months. This was even though, as Mr. 
Herken told me, he had traveled to Boston to meet with Mr. Jordan in early 2005, after Mr. 
Jordan had told Mr, Herken that his home office computer had suffered a breakdown. Mr. 
Herken also told me that at the time of the early 2005 meeting, he had requested a status chart, 
which Mr. Jordan promised to send. 
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6. Since by the time of our initial June 9, 2005 telephone discussion he had received no 
status chart, or other communications from Mr. Jordan for some time, Mr. Herken indicated that 
he was becoming concerned. 

7. As a result of that discussion, I suggested (1) further attempts to contact Mr. Jordan and 
(2) status checks of aU of Mental Images's pending U.S. patent applications. (On knowledge and 
belief, Mr. Jordan was Mental Images' sole U.S. patent counsel.) 

8. The first task in undertaking status checks was for a complete internal review of Mental 
Images's patent portfolio, which, Mr. Herken told me, included dozens of U.S. and foreign patent 
applications and patents. Communications ensued between my office (in this regard, principally 
myself and my patent paralegal) and Mr. Herken and his colleagues in Germany to effect such a 
review. 

9. At the outset of these communications, Mental Images did not have immediately 
available a reliably complete list of such filings (a list they told me they had previously requested 
from Mr. Jordan, and which was, in fact, the status chart he had promised to send), and 
particularly, a reliably complete list of pending U.S. patent applications. 

10. Once such a list was developed, my patent paralegal and I generated Powers to Inspect 
for use by our local searcher in Arlington, VA. 

11. The Powers were sent to Germany for signature and returned, and inspections began. 

12. As a result of those inspections, I first became aware of the abandoned status of the 
above-referenced application (which proved to be one of twelve abandoned patent applications 
being handled by Mr. Jordan) on July 12, 2005, upon review of a copy of file history documents 
forwarded to my office from our local searcher in Arlington, VA. 

13. As shown in the Table of Contents of the prosecution file wrapper (copy attached hereto 
as Exhibit A), an Office Action (Exhibit B attached hereto) had been mailed to Mr. Jordan on 
April 19, 2004, and a Notice of Abandonment mailed November 30, 2004 (Exhibit C attached 
hereto) which includes a copy of an "Examiner Interview Summary" indicating that the Examiner 
called Mr. Jordan on November 4, 2004 and informed Mr. Jordan that the application had been 
abandoned. 

14. I immediately emailed Rolf Herken to advise him of the abandonment of this and other 
applications and indicated that we should prepare Petitions to Revive. 

15. Rolf Herken advised me by return email that he had asked his cousin Dr. Ulrich Herken, 
M.D., who is based in the Boston area, to visit the Boston-area home office of Mr. Jordan to 
check on his health and well-being, as well as to attempt to inquire about the status of various 
intellectual property projects. Mr. Herken also advised me that Dr. Herken had indeed spoken 
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with Mr. Jordan during that visit, which occurred on June 23, 2005, and that Dr. Herken left that 
discussion concerned about Mr. Jordan's mental state and his ability to handle Mental Images' 
patent portfolio. 

16. Prior to that time, I had no information or reason to believe that any cases had gone 
abandoned. 

17. Upon learning of the abandonment status and conferring with our client Mental Images, I 
expeditiously undertook the follow-up investigations, review, telephone and email discussions 
and document iterations with Mental Images (principally with Rolf Herken, based in Berlin, 
Germany) that were necessary to prepare and file the attached Petition. 

18. During that process, I also prepared, in consultation with Rolf Herken, a Letter (copy 
attached hereto as Exhibit D) from Mr. Herken to the USPTO, which was filed on July 25, 2005, 
soliciting input from the USPTO on an appropriate way to proceed, which input was provided. 

I HEREBY DECLARE that all statements made herein of my own knowledge are true and that all 
statements made on information and belief are believed to be true; and further that these 
statements were made with the knowledge that willful false statements and the like so made are 
punishable by fine or imprisonment, or both, under Section 1001 of Title 18 of the United States 
Code and that such willful false statements may jeopardize the validity of the application or any 
patent issued thereon. 





David A. Jacobs 



Reg. No. 31,770 

GESMER UPDEGROVE LLP 

Boston, MA 02109 

Tel.: (617) 350-6800 

Fax: (617) 350-6878 
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Please find below and/or attached an Office communication concerning this application or proceeding. 



. PTO-90C (Rev. 10/03) 



Office Action Summary 
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Examiner 

Kimbinh T. Nguyen 



Art Unit 

2671 



- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A-.SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 704(b). 

Status 

1 )^ Responsive to communication(s) filed on 30 January 2004 . 
2a)D This action is FINAL. 2b)E3 This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) S Ciaim(s) 1-156 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) Kl Claim(s) 1-7.53-59 and 105-111 is/are rejected. 

7) E] Claim(s) 8-52.60-104 and 112-156 is/are objected to. 

8) Q Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) Q The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

11) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) d Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. Q Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1) Kl Notice of References Cited (PTO-892) 

2) Q Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) D Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 

Paper No(s)/Mail Date . 

J.S. Patent and Trademark Office """"" — 

PTOL-326 (Rev. 1-04) Office Ac 



4) O Interview Summary (PTO-413) 

Paper No(s)/Mail Date. . 

5) □ Notice of Informal Patent Application (PTO-1 52) 

6) □ Other: . 



Summary p a rt of Paper No./Mail Date 7 
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DETAILED ACTION 



1. 



This action is responsive to amendment filed 1/30/04. 



Claims 1-156 are pending in the application. 



Claim Rejections - 35 (JSC § 103 



3. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claims 1 -7, 53-59, 1 05-1 1 1 are rejected under 35 U.S.C. 1 03(a) as being 
unpatentable over Levin "Interpolating Nets of Curves By Smooth Subdivision 
Surfaces", ACM 1999, pages 57-64 in view of Lounsbery (6,553,337). 

Claim 1 , Levin discloses a mesh representation comprising points, referred to as 
vertex, connected to neighbor points by edges, the feature (mesh) being defined in 
connection with vertex and neighboring points and the edge (fig. 2, section 2, page 58); 
generating a weight vector based on a parameterized subdivision rule defined at levels 
for which a value of parameter differs at two levels in the mesh (each edge is shared by 
exactly two faces as parameterized by u and v parameters; see fig. 2, section 2 and 3 
page 58); using weight vector (every c-vertex which is associated with a parameter 
value u on the curve c, has associated with a 3D vector d(v) which determines the 
second partial derivative of the limit surface at the point c(u) in the cross-curve direction 
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by the subdivision process; see section 3, page 59) and position of the vertex and 
neighboring points to generate the representation (for each old vertex v, make a new 
vertex-vertex v(v) at the point given by the linear interpolation). Levin teaches 
generating a weight vector based on a parameterized subdivision rule but does not 
teach a parameterized subdivision rule defined at levels for which a value of parameter 
differs at two levels in the mesh; however, Lounsbery teaches a parameterized 
subdivision rule defined at levels for which an arbitrary constant value of parameter 
differs at two levels in the mesh (col. 5, lines 9-65). It would have been obvious to one 
of ordinary skill in the art at the time the invention was made to incorporate a method for 
parameterizing a subdivision mesh in a computer system taught by Lounsbery into the 
Catmull-Clark's Subdivision Scheme of Levin's method for smoothing subdivision 
surface, because it is often desirable to have smooth transitions of parameter values 
when moving from one position on a subdivision surface to another (col. 1 , lines 60-63). 
Further, Claim 2, Lounsbery discloses values of parameter that differs at two levels are 
related by a selected mathematical function (col. 5, lines 9-37). Claims 3-5 and 7 Levin 
discloses the feature is a smooth feature line; the smooth feature line is defined in 
connection with vertex and two neighboring points and edges (section 2, page 58), the 
weight vector having a parameter value associated with edges along the smooth feature 
line is defined; the weight vector to make use of parameters associated with the edges 
along the smooth feature whose values are defined the same, whose values differ (for 
each old edge e, make a new edge-vertex v(e) as the weighted average of the old 
vertices of e and the new face vertices associated with the two faces original sharing e. 
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v Art Unit: 2671 

The weights Wn (which are the same as the weights used in rule 1 ) depend on the 
valency n of each vertex; see section 2, page 58; fig. 2). 

Claims 53-57, 59, 105-109, 111, the rationale provided in the rejection of claims 
1-5 and 7 is incorporated herein. 

Claims 6, 58 and 110, Levin teaches the parameters that are related to a 
subdivision rule reflects a sharp crease along the edges which the smooth feature line is 
defined (see conclusions, page 61). 



5. Claims 8-52, 60-104, 1 12-156 objected to as being dependent upon a rejected 
base claim, but would be allowable if rewritten in independent form including all of the 
limitations of the base claim and any intervening claims. 

The following is a statement of reasons for the indication of allowable subject 
matter: 

The prior art does not teach the parameters that are related to a subdivision rule 
reflects a sharp crease along the edges which the smooth feature line is defined, the 
values of parameters being defined in the interval [0,1], where higher values define a 
sharper crease, the values of the parameters at lower level being related to the values 
at a higher level related by the claimed equations. 



Allowable Subject Matter 



Response to Arguments 
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6. Applicant's arguments with respect to claim 1 has been considered but are moot in 
view of the new ground(s) of rejection. 

The rejection of claims 1-7, 53-59, 105-1 1 1 has been modified in this Office 

Action. 

7. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Kimbinh Nguyen whose telephone number is (703) 
305-9683. The examiner can normally be reached (Monday- Thursday from 7:00 AM 
to 4:30 PM and alternate Fridays from 7:00 AM to 3:30 PM). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mark Zimmerman, can be reached at (703) 305-9798. 

Any response to this action should be mailed to: 

Commissioner of Patents and Trademarks 

Washington, D.C. 20231 
Or faxed to: 

(703) 872-9314 (for Technology Center 2600 only) 

Hand-delivered responses should be brought to Crystal Part II, 2121 Crystal Drive, 
Arlington, VA, Sixth Floor (Receptionist). 



Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the Technology Center 2600 Customer Service Office 
whose telephone number is (703) 306-0377. 
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April 14, 2004 

Kimbinh Nguyen 

Patent Examiner AU 2671 
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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address- 



This application is abandoned in view of: 

1. S Applicant's failure to timely file a proper reply to the Office letter mailed on 19 April 2004 . 

(a) □ A reply was received on (with a Certificate of Mailing or Transmission dated ), which is after the expiration of the 

period for reply (including a total extension of time of month(s)) which expired on . 

(b) □ A proposed reply was received on , but it does not constitute a proper reply under 37 CFR 1 . 1 1 3 (a) to the final rejection. 

(A proper reply under 37 CFR 1 .113 to a final rejection consists only of: (1) a timely filed amendment which places the 
application in condition for allowance; (2) a timely filed Notice of Appeal (with appeal fee); or (3) a timely filed Request for 
Continued Examination (RCE) in compliance with 37 CFR 1.114). 

(c) □ A reply was received on but it does not constitute a proper reply, or a bona fide attempt at a proper reply, to the non- 

final rejection. See 37 CFR 1.85(a) and 1.111. (See explanation in box 7 below). 

(d) No reply has been received. 

2. □ Applicant's failure to timely pay the required issue fee and publication fee, if applicable, within the statutory period of three months 

from the mailing date of the Notice of Allowance (PTOL-85). 

(a) □ The issue fee and publication fee, if applicable, was received on (with a Certificate of Mailing or Transmission dated 

), which is after the expiration of the statutory period for payment of the issue fee (and publication fee) set in the Notice of 

Allowance (PTOL-85). 

(b) □ The submitted fee of $ is insufficient. A balance of $ is due. 

The issue fee required by 37 CFR 1.18 is $ . The publication fee, if required by 37 CFR 1.18(d), is $ . 

(c) □ The issue fee and publication fee, if applicable, has not been received. 

3-D Applicant's failure to timely file corrected drawings as required by, and within the three-month period set in, the Notice of 
Allowability (PTO-37). 

(a) □ Proposed corrected drawings were received on (with a Certificate of Mailing or Transmission dated ), which is 

after the expiration of the period for reply. 

(b) □ No corrected drawings have been received. 



4. □ The letter of express abandonment which is signed by the attorney or agent of record, the assignee of the entire interest, or all of 

the applicants. 

5. □ The letter of express abandonment which is signed by an attorney or agent (acting in a representative capacity under 37 CFR 

1 .34(a)) upon the filing of a continuing application. 

6. □ The decision by the Board of Patent Appeals and Interference rendered on and because the period for seeking court review 

of the decision has expired and there are no allowed claims. 

7. □ The reason(s) below: W fcjj^^ 



Petitions to revive under 37 CFR 1.137(a) or (b), or requests to withdraw the holding of abandonment under 37 CFR 1.181, should be promptly filed to 
minimize any negative effects on patent term. 

U.S. Patenl and Trademark Office ' ; "~ __ 

PTOL-1432 (Rev. 04-01) Notice of Abandonment Part of Paper No. 8 





Application No. 


Applicant(s) 




ExamineNnitiated Interview Summary 


10/062,192 


BORACi SILVIU 




Examiner 

Kimbinh T. Nguyen 


Art Unit 

2671 




All Participants: 


Status of Application: 






(1 ) Kimbinh T. Nauven. 


(3) 






(2) Richard Jordan. 
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Date of Interview: 4 November 2004 


Time: 






Type of Interview: 

ISI Telephonic 
□ Video Conference 
[ □ Personal (Copy given to: □ Applicant □ Applicant's representative) 

Exhibit Shown or Demonstrated: □ Yes □ No 
If Yes, provide a brief description: 






Part t. 








Rejection(s) discussed: 








Claims discussed: 








Prior art documents discussed: 








Part II. 








SUBSTANCE OF INTERVIEW DESCRIBING THE GENERAL NATURE OF WHAT WAS 
Examiner informed the abandonment status of the application 


DISCUSSED: 




Part III. 








□ It is not necessary for applicant to provide a separate record of the substance of the interview, since the interview 
directly resulted in the allowance of the application. The examiner will provide a written summary of the substance 
of the interview in the Notice of Allowability. 

IS] It is not necessary for applicant to provide a separate record of the substance of the interview, since the interview 
did not result in resolution of all issues. A brief summary by the examiner appears in Part II above. 




(Examiner/SPE Sigriatbre)' (Applicant/Applicant's Representative Signature - if appropriate) 
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UNITED STATES PATENT AND TRADEMARK OFFICE 



fare- U.S. Application^. 10/062,192 filed February 1, 2002 
Feature Lines For Subdivision Surfaces." 



LETTER 



HAwn DELIVERY 

United States Patent and Trademark Office 
Assistant Commissioner for Patents 
Alexandria, VA 22314 



Dear Sir or Madam: 

lamRolfHerice^Presiden.^CUef Executive OfficerofMeoOl Images GmbH, 



assignee/owner < 



of the aoolications I will discuss in this letter. 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



In re: U.S. Application No. 10/062,192 filed February 1, 2002 

Attorney Reference: MENT-062 ^ _ 

"Computer Graphics System And Computer-Implemented Method For Generating Smooth 

Feature Lines For Subdivision Surfaces." 



LETTER 



HAND DELIVERY 

United States Patent and Trademark Office 
Assistant Commissioner for Patents 
Alexandria, VA 22314 



Dear Sir or Madam: 

I am Rolf Herken, President and Chief Executive Officer of Mental Images GmbH, 
assignee/owner of the above-listed U.S. patent application, and a named applicant/inventor in many 
of the applications I will discuss in this letter. 

I am writing regarding an issue that my company and I have discovered in the past few days, 
namely, that the above-listed patent application and 1 1 others, among the many patent and 
trademark applications that our outside patent attorney Richard Jordan, Esq. (U.S. Reg. No. 27,807) 
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prosecuted for us before the USPTO, have gone abandoned; even though Mr. Jordan continued to 
assure us that our patent portfolio, including these applications, was being properly handled by him. 
It was never our intention to abandon these applications, which are central to the continued success 
of our company; and we were never advised that they had gone abandoned; and in fact, Mr. 
Jordan's advice to us was quite the contrary. Accordingly, while my company's new patent counsel 
is drafting Petitions to Revive under 37 C.F.R. 1.137(a) or (b), I am writing to respectfully request 
any insight or advice you might be able to provide. 

Mental Images GmbH, based in Berlin, Germany, which I founded in 1986, is in the 
business of developing and selling computer graphics software. Our software, which includes high- 
performance methods for rendering images for motion pictures, video games, and other 
applications, is (or has been) licensed to DreamWorks Animation SKG, Inc., Industrial Light & 
Magic (a division of Lucas Digital Ltd.), Electronic Arts, Inc. and other prominent motion picture, 
visual effects and video game companies; to the world's leading design and content creation 
software companies including Microsoft Corp., Alias Systems, AutoDesk, Inc., Avid Technology, 
Inc., Dassault Systemes SA, and SolidWorks Corp., and other industry users. Our company 
employs 56 people, eight of them in the U.S., and we have a subsidiary in San Francisco, CA. In 
March 2003, the American Academy of Motion Picture Arts and Sciences honored the developers 
of our Mental Ray rendering software product with an Academy Award for technical achievement, 
making the award to "Thomas Driemeyer and to the mathematicians, physicists and software 
engineers of Mental Images for their contributions to the Mental Ray tendering software for motion 
pictures.' 

Over the last ten years, our company has spent approximately $1 million U.S. for the 
preparation and prosecution of U.S. patent applications and patents, the vast majority of that (i.e., 
nearly $100,000/year) in legal fees to Mr. Jordan. For example, during the period January 2003 to 
April 2005, Mr. Jordan sent us 43 invoices for patent matters, in the amount of approximately 
$170,000. (These figures do not include amounts spent by our company for PCT, EP and other 
national patent applications, or for the equally substantial trademark work undertaken for our 
company by Mr. Jordan.) The corresponding U.S. patent files occupy approximately 3 meters of 
shelf space in our company's Berlin offices. 

We first began working with Mr. Jordan in 1994, and for an entire decade have had an 
excellent working relationship with him. Mr. Jordan successfully obtained numerous U.S. patents 
for us, covering our core technology and products, a number of which we currently license out to 
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other companies, and all of which have been a key to our raising investment capital. Mr. Jordan has 
been responsible for the preparation and prosecution of dozens of U.S. patent applications, 

including those listed above. 

Over that approximately ten-year period, I have had frequent and extensive telephone 
discussions, a fair number of in-person meetings, and an exchange of more than 1000 ematls, faxes 
and other correspondence with Mr. Jordan regarding our company's patent portfoho. In 2002, we 
had at least 11 telephone conferences; in 2003, at least four telephone conferences; and tn 2004 
there were at least five telephone conferences. 

But from the beginning of May 2005, when Mr. Jordan was to have returned from vacation, 
Mr. Jordan had essentially "disappeared", and wotdd no longer answer my telephone calls, ematls, 
faxes or other communications. What Mr. Jordan neve, told us, and what we have now just learned 
tough the work of another patent atiomey, is that the above-referenced U.S. patent app.ica.tons 
went abandoned, one by one, over the course of years 2001-2005. Perhaps even more baffltng, up 
until his "disappearance", Mr. Jordan acted in a mtmner that assured us that he was in control of the 
patent portfolio, even inquiring as to new developments that might warrant the fllmg of 
continuation-in-part applications based on (what we now know to be) abandoned patent 

applications; and filing Information Disclosure Statements in cases where he had (unbeknovmst to 

us) failed to respond to Notices of Missing Parts. 

At no time prior to just a few days ago did we know that the applications were abandoned, 

and in fact, Mr. Jordan on several occasions, upon my inquiry, indicated to us ma, he was in good 

control of our U.S. patent portfolio. 

For example, in March 2003 we licensed our software to DreamWorks, whose counsel 

checked on the status of our patent applications during several telephone discussions with Mr. 

Jotdan in December 2002. The software license was successfully entered into shortly thereafter and 

is still in force. 

In mid-2003, the company raised approximately $6 million in investment money from 
outside investors. This process included a due diligence review of the patent portfolio by me 
investors' counsel, which at that time indicated no problems with status. Due diligence, and a 
mview of the relevant patent portfolio, was also conducted by the American Academy of Motion 
Picture Arts and Sciences prior ,o their awaniing of the 2003 Academy Award for techmcal 
achievement to our company. 
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On 7 May 2003, Mr. Jordan wrote to our European patent attorney regarding our MENT- 
059PCT application (Application No. PCT/B01/00922). We decided at that time that while 
enormous progress had been made in converting the invention described in the MENT-059 (U.S. 
Serial No. 09/84451 1) application into a commercial product, the original application covered our 
invention and we did not see the need to file a divisional application at that time. 

In January 2004, Mr. Jordan sent email and called me to discuss various patent matters, and 
as a result of that call I advised co-inventor Thomas Driemeyer that Mr. Jordan had inquired as to 
any new innovations or improvements to the subject matter of the MENT-059 patent application 
that might warrant the filing of a continuation-in-part application. 

Yet despite all this activity, and unbeknownst to us, the MENT-059 application went 
abandoned in December 2001 for failure to respond to a Notice of Missing Parts that was mailed in 
June 2001. 

In March 2004 we discussed with Mr. Jordan an EPO search report and whether it might be 
prior art to one of the above-referenced U.S. patent applications. 

In May 2004 we discussed with Mr. Jordan comments by the inventor on our case MENT- 
066 (U.S. Application 10/439,3 1 1) regarding a possible extension of the application (which, 
unbeknownst to us, went abandoned in January 2004). But in a telephone meeting on November 1 1 , 
2004 Mr. Jordan discussed with me in detail an Office Action by the European Patent Office 
regarding the very same MENT-066 application. 

Accordingly, at no time until the end of 2004 did I have any information to suggest that 
there was any problem with the prosecution or status of our U.S. patent applications. In fact, Mr. 
Jordan on numerous occasions gave every indication of being fully in charge of our U.S. patent 
applications. 

In December 2004, however, Mr. Jordan advised us that his computer system had suffered a 
breakdown, causing the loss of patent docket and other critical data. In response to that, and being 
concerned about the disruption that might cause, on 19 January 2005 I traveled to Boston for a 
meeting with Mr. Jordan regarding the company's patent portfolio. I told Mr. Jordan that my 
company would help him obtain IT assistance for his computer problems, and that we would get 
him any other assistance that he needed, but that we would need solid information about the status 
of our applications and any upcoming deadlines, including a status chart. Mr. Jordan indicated that 
he would need a bit of time to put that together, but promised to send a status chart by the end of 
March 2005. Mr. Jordan said he would provide a complete status check through the end of March, 
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and that he would also seek to recreate his docket (at that point, over two dozen ofwhat we thought 
were active U.S. patent applications) from the paper files in his home office. 

As a result of that January 2005 meeting I arranged for one of our IT specialists to contact 
Mr. Jordan by telephone to discuss the matter with him and eventually to visit Mr. Jordan's home 
office to help him with his computer problems. I also spoke to Mr. Jordan by telephone during my 
stay in Boston (which was prolonged unexpectedly due to a severe snow storm). Mr. Jordan then 
decided to solve the problem with the help of local technical support. On 24 January 2005 we also 
sent to Mr. Jordan, at his request, copies of our entire email correspondence with him for the period 

November 2004 to January 2005. 

On 16 March 2005 I called Mr. Jordan and spoke with him to check on the status ofthe 
various U.S. patent applications. I explicitly asked about the status ofthe MENT-059 application. 
He replied that this was still pending and that he had not received an office action. It was left that 
Mr. Jordan would get back to us with status information. However, I did not receive the noted 
status chart from Mr. Jordan at the end of March, or thereafter. 

Thereafter, we continued to attempt to reach Mr. Jordan by email, fax, and telephone, 
without success. We even tried the Munich telephone numbers we had been given by him on earlier 
occasions. Our messages were not returned. 

On 26 April 2005 our "Russian Roulette" patent (No. 6,885,370) issued. We had received 
from Mr. Jordan a copy ofthe official Issue Notice relating to this case, but since Mr. Jordan never 
sent us a copy ofthe issued patent or various earlier notices (e.g., the Notice of Allowance) - and 
because this was the first patent that issued "early" or out ofthe order in which we had submitted 
the applications - we began to become concerned about Mr. Jordan's handling of our other U.S. 
patent applications. 

However, in March and April 2005, Mr. Jordan filed some trademark applications on behalf 
ofthe company and sent us his invoices in early April. He also told me in a telephone conference 
on 16 March 2005 that he would be traveling to Munich on vacation until the beginning of May, 
and that while there, he would either observe or participate in the oral argument of one of our 
corresponding European patent applications (MENT-020PCT) before the European Patent Office on 
18 April 2005. 

Thus, the situation was not entirely clear. Mr. Jordan on the one hand appeared to be 
proactively handling certain matters, but as to other matters there was ominous silence, and a 
complete failure to return messages. 
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On 9 June 2005, concerned abou, fte complete lack of any word from Mr. Jordan, we spoke 
with our corporate counsel, Peter Mo.dave, Es,. of Gesmer Updegrove, as to whether he knew of 
anyone who could assist us regarding the paten, matters. Mr. Moldave brought in Davrd Jacobs, 
Esq., a paten, attorney and partner of the Gesmer Updegrove firm, who advised that we run a duec, 
check of USPTO records and obtain copies of prosecution histories. Given that there had been 
absofutefy no contact from Mr. Jordan for two mourns, I also asked Mr. Jacobs wha, we could do to 
check on Mr. Jordan's health and well-being. 

While Mr Jacobs was conducting a check and obtaining copies of file histories from the 
USPTO Mr. Jacobs also attempt to contact Mr. Jordan by telephone (at leas, one vo.cema.1 
message was left on Mr. Jordan's answering machine), fax and email. None of .he messages was 

returned. , _ t . , A . 

Mso during fids process, I asked my cousin, Ulrich Herken, M.D., PhD, who ,s based m 
Boston, Massachusetts, to visit Mr. Jordan's home office in Wellesley, Massachusetts, to see .f he 
„M contact Mr. Jordan. , briefed my cousin win, regard .0 our concern abou, Mr. Jordan s farlure 
to comae, us or return messages since his presumptive rottun from vacation a, Ore beginnmg of 
May 

' As my cousin Dr. Herken described i. to me in a detailed email on 23 June 2005, and m 
further dead in a .elephone call fte next day, Dr. Herken arrived a, Mr. Jordan's house a, 
approximately 5:00 pm on 23 June 2005 and rang ft. doorbe.., but did no, immediately — 
.espouse. Dr. Herken wen, ,0 speak wift Mr. Jordan's neighbor, who assured hhn fta, Mr. ordan 
still lived there and was actual* a, home. A few minutes later, as Dr. Herken was abou. .0 leave, 
fte door .0 Mr. Jordan's home opened, and someone stepped out to rotrieve fte newspaper and mad. 
Dr Herken approached, identified himself as my cousin and handed over his business card, and 
asked if fte ^dividual was Mr. Jordan. The individual, dressed in pajamas, unshaven and unttally 
confused indicated fta, he was. When asked why he had no. rotwned messages or ofterw.se been 
in communication for aJmos, three months, Mr. Jordan indicated fta. he had been suffenng from a 
reaction to some medication, but was now feeling better. He indicated fta, he greatfy emoyed 
working on fte Mental Images paten, applications and would soon be sending more work-product. 

As fte convention proceeded, however, Dr. Herken began .0 sense fta. the ind.v.dual was 
no, in command of his faculties. Mr. Jordan spoke of things he had accomplished for Mental 
Images He also said that he would send fte missing information I had been promised (i.e, fte 
status chart) on fte same day by fax, bu, nothing arrived on fta. day or ever smco. And he seemed 
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. „ Mtm v(tRTK aeo as if they were upcoming deadlines. 

a Notice rf Abandonment or any other information suggesting thai the eases were 

^onofb^ngineontroloftheparen^ hasbeg undramng Petitions to revive the 

Ou-wpatetitcounsel^^ 
^ced patent appUcations. However, I would greatly appreciate any gui 

you can provide with regard to reviving the applications. 

Respectfully submitted, 
Mental Images GmbH 



By: RolfHerken r 
President and Chief Executive Officer 

Address: Fasanenstrasse 81 
10623 Berlin 

Germany 
Phone: ++49-30-315 9970 
Fax:++ 49-30-315997 33 
Tmnil- Tnlf^"»"»a»«»apes.com 



cc: 



Gesmer Updegrove LLP 
David A. Jacobs, Esq. 
40 Broad Street 
Boston, MA 02109 
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^ ^ a. Fa3nan«~ 81 , 10623 Be*. 

1 Mr. Rolf Herken, with businesse aoress m 
Germany, 

Mr. Rolf Herken is personnaly known to me. 
Berlin, July 19, 2005 





Hanns-WilliamMulsch, 
Notary in Berlin. Germany 
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